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earned patent term adjustment. See 37 CFR 1 .704(b). 
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5) D Claim(s) is/are allowed. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the dfawing(s) rJe'held in abeyance. See 37 CFR 1 .85(a). 
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11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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RESTRICTION 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, 20-21, 23-37, drawn to an product, classified in class 379, 
subclass 449. 

II. Claims 7-13 and 22, drawn to process of making, classified in class 364, 
subclass 1 38+. 

2. Inventions Group I and II are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the product as claimed can be made by 
another and materially different process. 

3. During a telephone conversation with Ms. Sara D. Jones on 10-04-04 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-6, 20-21 , 23-37. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 7-13 and 22 have been withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 
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CLAIMS 
112 First Paragraph Rejection 

4. Claims 1-6, 20-21, 23-37 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

In claims 1, 23, they claimed "... base portions are configured to be selectively 
positioned closer together or farther away from each other...", in claim 29, it claimed "a 
second portion comprising a space .... Increasing or decreasing the size of the 
space...". First, it is noted that the shoulder rest is made of flexible material in page 7 
of the specification. It is also common to have shoulder rests made of flexible material 
in order to comfortably rest on the user's shoulder. However, there is no original 
disclosure about selectively positioning the base portions, or increasing or decreasing 
the size of the space. Second, applicant provides two different sizes of the shoulder 
rests (figs. 1-2) to fit different sizes of handsets, now applicant is claiming to selective 
position the base portions or space to fit different sizes of handsets, there is a difference 
between these two concepts. Third, all embodiments (figs. 1-2) have a strip (claims 3, 
23, 36) across the base portions, and this strip is meant to be adhered onto the 
handset, when the base portions are pushed toward each other, this strip would tend to 
fold upon itself or at least create a non-adhesive area between the strip and the 
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handset, there is no disclosure of such intended use of the shoulder rest. In conclusion, 
the claims are not supported by the original disclosure and considered as a new matter. 


Art Rejection 
(new matter has not been considered or entered) 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-2, 6, 29-35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Russo (US 4817139). 

Regarding claim 1, Russo shows a shoulder rest comprising: 
A first portion (32) for abutting against a user's shoulder; 

Base portions (26, 38, 40, 42) extending from the first portion (32) to terminal ends, the 
terminal ends of the base portions (26, 38, 40, 42) configured for abutting (see 28) 
against a back side of a handset (24); 

A cut-out portion (between 40, 42) between the base portions for allowing the shoulder 
rest to conform to different shaped handsets. 
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Regarding claim 29, Russo shows a shoulder rest comprising: 

A first portion comprising means (32) for abutting against a user's shoulder; 

A second portion comprising a space (between 40, 42), the second portion comprising 

means (40, 42) having the space so that the shoulder rest can conform to differently 

shaped handsets; 

Means (see 28) for connecting the second portion to a handset. 

Regarding claims 2, 6, 30-35, Russo shows: 
The curved first portion (32); 

The first and base portions or means (fig. 3) of the shoulder rest are part of a hollow 
body or space (between 40, 42) of the shoulder rest; 

These base portions are usually made of plastic material which is flexible; and 
The adhesive material (see 28). 


7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Russo in view of Castle et al. (US 6341 163). 

Regarding claims 3-5, Russo shows a shoulder rest (see comments above). 


Application/Control Number: 09/758,478 Page 6 

Art Unit: 2642 

Russo differs from the claimed invention in that it does not show a strap and the 
claimed shape of the first portion. 

However, Castle teaches providing a strap (i.e. 224, 110, 102) between the base 
portions. Castle further shows the first portion (see 400) narrows along a length from a 
front end to a narrowest portion and then widens again. 

Hence, it would have been obvious for one skilled in the art to modify Russo with a 
strap and adhesive or Velcro as taught b Castle, such that to reinforce the engagement 
between the handset and the shoulder rest. Further, the shape of the first portion is a 
variation of Russo as long as the shoulder rest can be comfortably rested on the user's 
shoulder. 

9. Claims 1-2, 6 are rejected under 35 U.S.C. 102(b) as being anticipated by Sutton 

(US 4961223) in view of Sutton (US 4759058). 

Regarding claim 1, Sutton'223 shows a shoulder rest comprising: 

A first portion (10) for abutting against a user's shoulder; 

Base portions (17, 18) for abutting against a back side (21 in figs. 2 and 4) of a handset 
(H); 

A cut-out portion (between 17-18) between the base portions for allowing the shoulder 
rest to conform to different shaped handsets. 

Sutton'223 differs from the claimed invention in that it does not explicitly mention to use 
an adhesive when mounting the handset. 

However, Sutton'058 teaches providing a base portions (54) for abutting and adhering 
(see 57) against a back side of a handset (5). 
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Hence, the concept of mounting the shoulder rest with the handset is well taught by 
both Sutton, it would have been obvious for one skilled in the art to modify Sutton'223 
with an adhesive as taught by Sutton'058, this simply can be considered as an 
reenforcement of the Sutton'223 as it is taught from the family of patens shown by 
Sutton. 

Regarding claims 2, 6, Sutton shows: 
The curved first portion (10); 

The first and base portions (fig. 1) of the shoulder rest are part of a hollow body 
(between 1 7-1 8) of the shoulder rest. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 3-5, are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Sutton'223 and Sutton'058 in view of Castle et al. (US 6341 163). 
Regarding claims 3-5, the combination of Sutton shows a shoulder rest (see comments 
above). 

Sutton differs from the claimed invention in that it does not show a strap and the 
claimed shape of the first portion. 
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However, Castle teaches providing a strap (i.e. 224, 110, 102) between the base 
portions. Castle further shows the first portion (see 400) narrows along a length from a 
front end to a narrowest portion and then widens again. 

Hence, it would have been obvious for one skilled in the art to modify Sutton with a 
strap and adhesive or Velcro as taught b Castle, such that to reinforce the engagement 
between the handset and the shoulder rest. Further, the shape of the first portion is a 
variation of Sutton as long as the shoulder rest can be comfortably rested on the user's 
shoulder. 


Art Rejection 
(new matter has been considered or entered) 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

13. Claims 1-6, 21,23, 25-33,35-36 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Castle et al. (US 6347163). 

Regarding claim 1, Castle shows a shoulder rest comprising: 

A first portion (400, 208, 204 in fig. 13d) for abutting against a user's shoulder; 
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Base portions (1 96, 1 98; or 26, 28) extending from the first portion (400, 208, 204) to 
terminal ends, the terminal ends of the base portions (196, 198; or 26, 28) configured 
for abutting against a back side of a handset (see fig. 13d); 

A cut-out portion (between 196-198; between 26, 28) between the base portions for 
allowing the shoulder rest to conform to different shaped handsets; 
At least a portion of the base portions (196 or 198; 26, 28) are configured to be 
selectively positioned closer together or farther away from each other so that the 
shoulder rest can conform to differently shaped handsets (see fig. 13d). 

Regarding claim 23, Castle shows a shoulder rest comprising: 

A top portion (400, 208, 204 in fig. 13d) for abutting against a user's shoulder; 

A bottom portions (196, 198; or 26, 28) extending from the top portion (400, 208, 204), 

the bottom portion comprising first and second base portions (196, 198; or 26, 28) 

extending from the top portion, at least a portion o£thei)ase-portions-(1 96 or 198; 26, 

28) are configured to be selectively positioned closer together or farther away from each 

other; 

A flexible strap (i.e. 22) between the base portions (i.e. 26, 28). 
Regarding claim 29, Castle shows a shoulder rest comprising: 

A first portion comprising means (400, 208, 204 in fig. 13d) for abutting against a user's 
shoulder; 
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A second portion comprising a space (between 196, 198; or 26, 28), the second portion 
comprising means (196, 198; or 26, 28) for increasing or decreasing the size of the 
space so that the shoulder rest can conform to differently shaped handsets; 
Means (loop formed by 1 96, 198; or 26, 28) for connecting the second portion to a 
handset. 

Regarding claims 2-6, 21 , 25-28, 30-33, 35-36, Castle shows: 
The curved first portion (see 400); 

The first and base portions (400; 1 96, 1 98 or 26, 28) of the shoulder rest are part of a 
hollow body (between 196-198; or 26, 28) of the shoulder rest, and are flexible; 
A strap (i.e. 22) between the base portions (i.e. 26, 28), Castle further shows the first 
portion (see 400) narrows along a length from a front end to a narrowest portion and 
then widens again 

The first and second base portions or means (196, 198; or 26, 28) for increasing or 
decreasing the size of the space between the first and second base portions (196, 198; 
or 26, 28). 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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15. Claims 20, 24, 34, 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Castel et al. in view of Russo. 

Regarding claim 20, 24, 34, 37, Castel shows the mounting of the shoulder rest onto the 
handset. 

Castel differs from the claimed invention in that it does not show an adhesive for such 
mounting. 

However, Russo teaches providing an adhesive (i.e. see 28) for mounting a shoulder 
rest onto a handset. 

Hence, the concept of mounting the shoulder rest onto the handset is well taught by 
both Castel and Russo, it would have been obvious for one of ordinary skill in the art to 
modify Casters mounting with an adhesive as taught by Russo, such that to re-enforce 
the mounting of the shoulder rest as taught by Russo's use of adhesive. 

ARGUMENT 

1 6. In response to the remarks filed on 06-23-04, pages 11-18, applicant mainly 
argues about the features of selectively positioning the base portions closer together or 
farther away from each other. This issue has been addressed in various rejections 
above, see comments above. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack Chiang whose telephone number is 703-305-4728. 
The examiner can normally be reached on Mon.-Fri. from 8:00 to 6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar, can be reached on 703-305-4731 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



